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DETAILED ACTION 
Election/Restrictions 

1 . Claims 1-14 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without arguments to the contrary and is therefore 
elected without traverse in the reply filed on 5/12/2004. 

Specification 

2. The disclosure is objected to because of the following informalities: 

Please amend the first paragraph of the specification to update the status of the 
related application. 

3. There appears to be a typographical error, page 12, line 8, and "surfacantat", 
instead of surfactant. The lengthy specification has not been checked to the extent 
necessary to determine the presence of all possible minor errors. Applicant's 
cooperation is requested in correcting any errors of which applicant may become aware 
in the specification. 

Appropriate correction is required. 

4. The attempt to incorporate subject matter into this application by reference to a 
related case is improper because there is no recitation that the application is commonly 
assigned. Reliance on a commonly assigned copending application by a different 
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inventor may ordinarily be made for the purpose of completing the disclosure. See In re 
Fried , 329 F.2d 323, 141 USPQ 27, (CCPA 1964), and General Electric Co. v. 
Brenner , 407 F.2d 1258, 159 USPQ 335 (D.C. Cir 1968). 



Claim Objections 

5. Claims 25 and 26 are objected to because of the following informalities: Claims 
25 and 26 are dependant on the non-elected claim 14, however they should more 
appropriately be dependant on claim 15. Appropriate correction is required. 



Double Patenting 

6. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



7. Claims 1 5 and 16 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-2 of U.S. 



Patent No. 6727196 in view of US Patent 4581254 by Cunningham et al. Claims 1-2 of 
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US Patent No. 6727196 teaches applying a surfactant to a porous substrate, inherently 
having a first surface and a second surface. US Patent No. 6727196 fails to teach of 
supplying the surfactant to the first surface so that a lesser amount contacts the second 
surface. However, US Patent 4581254 by Cunningham et al. discloses a known 
technique for depositing a surfactant mixture on a surface includes depositing more 
material on the first surface then the second surface, therefore inherently resulting in 
more surfactant mixture adhering to the surface (Figures, Column 6). Therefore it would 
have been obvious to modify U.S. Patent No. 6727196 to apply the surfactant mixture 
onto one surface of the porous material as taught by US Patent 4581254 with the 
reasonable expectation of successfully treating the substrate with surfactant. 

8. Claims 15-17 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-2 of U.S. Patent No. 
6767508 in view of US Patent 4581254 by Cunningham et al. Claims 1-2 of US Patent 
No. 6767508 teaches applying a surfactant to a porous substrate, inherently having a 
first surface and a second surface. US Patent No. 6767508 fails to teach of supplying 
the surfactant to the first surface so that a lesser amount contacts the second surface. 
However, US Patent 4581254 by Cunningham et al. discloses a known technique for 
depositing a surfactant mixture on a surface includes depositing more material on the 
first surface then the second surface, therefore inherently resulting in more surfactant 
mixture adhering to the surface (Figures, Column 6). Therefore it would have been 
obvious to modify U.S. Patent No. 6767508 to apply the surfactant mixture onto one 
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surface of the porous material as taught by US Patent 4581254 with the reasonable 
expectation of successfully treating the substrate with surfactant. 

9. Claims 15, 16, and 19-21 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-2, 11-13, 17, 
and 26 of U.S. Patent No. 6506394 in view of US Patent 4581254 by Cunningham et al. 
Claims 1-2, 11-13, 17, and 26 of US Patent No. 6506394 teaches applying a surfactant 
to a porous substrate, inherently having a first surface and a second surface. US 
Patent No. 6506394 fails to teach of supplying the surfactant to the first surface so that 
a lesser amount contacts the second surface. However, US Patent 4581254 by 
Cunningham et al. discloses a known technique for depositing a surfactant mixture on a 
surface includes depositing more material on the first surface then the second surface, 
therefore inherently resulting in more surfactant mixture adhering to the surface 
(Figures, Column 6). Therefore it would have been obvious to modify U.S. Patent No. 
6506394 to apply the surfactant mixture onto one surface of the porous material as 
taught by US Patent 4581254 with the reasonable expectation of successfully treating 
the substrate with surfactant. 

10. Claims 15,16, and 19-21 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-7 and 1 1 of 
U.S. Patent No. 6503524 in view of US Patent 4581254 by Cunningham et al. Claims 
1-7 and 11 of US Patent No. 6503524 teaches applying a surfactant to a porous 
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substrate, inherently having a first surface and a second surface. US Patent No. 
6503524 fails to teach of supplying the surfactant to the first surface so that a lesser 
amount contacts the second surface. However, US Patent 4581254 by Cunningham et 
al. discloses a known technique for depositing a surfactant mixture on a surface 
includes depositing more material on the first surface then the second surface, therefore 
inherently resulting in more surfactant mixture adhering to the surface (Figures, Column 
6). Therefore it would have been obvious to modify U.S. Patent No. 6503524 to apply 
the surfactant mixture onto one surface of the porous material as taught by US Patent 
4581254 with the reasonable expectation of successfully treating the substrate with 
surfactant. 

1 1 . Claims 15,16, and 1 9-21 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4 of U.S. 
Patent No. 6626961 in view of US Patent 4581254 by Cunningham et al. Claims 1-4 of 
US Patent No. 6626961 teaches applying a surfactant to a porous substrate, inherently 
having a first surface and a second surface. US Patent No. 6626961 fails to teach of 
supplying the surfactant to the first surface so that a lesser amount contacts the second 
surface. However, US Patent 4581254 by Cunningham et al. discloses a known 
technique for depositing a surfactant mixture on a surface includes depositing more 
material on the first surface then the second surface, therefore inherently resulting in 
more surfactant mixture adhering to the surface (Figures, Column 6). Therefore it would 
have been obvious to modify U.S. Patent No. 6626961 to apply the surfactant mixture 
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onto one surface of the porous material as taught by US Patent 4581254 with the 
reasonable expectation of successfully treating the substrate with surfactant. 

12. Claims 15, 16, 19 and 21 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-3, 8, 1 1, and 
24 of U.S. Patent No. 6497983 in view of US Patent 4581254 by Cunningham et al. 
Claims 1-3, 8, 11, and 24 of US Patent No. 6497983 teaches applying a surfactant to a 
porous substrate, inherently having a first surface and a second surface. US Patent No. 
6497983 fails to teach of supplying the surfactant to the first surface so that a lesser 
amount contacts the second surface. However, US Patent 4581254 by Cunningham et 
al. discloses a known technique for depositing a surfactant mixture on a surface 
includes depositing more material on the first surface then the second surface, therefore 
inherently resulting in more surfactant mixture adhering to the surface (Figures, Column 
6). Therefore it would have been obvious to modify U.S. Patent No. 6497983 to apply 
the surfactant mixture onto one surface of the porous material as taught by US Patent 
4581254 with the reasonable expectation of successfully treating the substrate with 
surfactant. 

13. Claims 15, 16, 19 and 21 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-2, 9, 10, and 
14-17 of U.S. Patent No. 6017832 in view of US Patent 4581254 by Cunningham et al. 
Claims 1-2, 9, 10, and 14-17 of US Patent No. 6017832 teaches applying a surfactant to 
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a porous substrate, inherently having a first surface and a second surface. US Patent 
No. 6017832 fails to teach of supplying the surfactant to the first surface so that a lesser 
amount contacts the second surface. However, US Patent 4581254 by Cunningham et 
al. discloses a known technique for depositing a surfactant mixture on a surface 
includes depositing more material on the first surface then the second surface, therefore 
inherently resulting in more surfactant mixture adhering to the surface (Figures, Column 
6). Therefore it would have been obvious to modify U.S. Patent No. 6017832 to apply 
the surfactant mixture onto one surface of the porous material as taught by US Patent 
4581254 with the reasonable expectation of successfully treating the substrate with 
surfactant. 

14. Claims 1 5 and 16 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4 of U.S. 
Patent No. 5814567 in view of US Patent 4581254 by Cunningham et al. Claims 1-4 of 
US Patent No. 5814567 teaches applying a surfactant to a porous substrate, inherently 
having a first surface and a second surface. US Patent No. 5814567 fails to teach of 
supplying the surfactant to the first surface so that a lesser amount contacts the second 
surface. However, US Patent 4581254 by Cunningham et al. discloses a known 
technique for depositing a surfactant mixture on a surface includes depositing more 
material on the first surface then the second surface, therefore inherently resulting in 
more surfactant mixture adhering to the surface (Figures, Column 6). Therefore it would 
have been obvious to modify U.S. Patent No. 5814567 to apply the surfactant mixture 
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onto one surface of the porous materia! as taught by US Patent 4581254 with the 
reasonable expectation of successfully treating the substrate with surfactant. 

1 5. Claims 1 5-1 7 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 31-33 and 41 of 
copending Application No. 10/187653 in view of US Patent 4581254 by Cunningham et 
al. Claims 31-33 and 41 of Application No. 10/187653 teach applying a surfactant to a 
porous substrate, inherently having a first surface and a second surface. Application 
No. 10/187653 faijs to teach of supplying the surfactant to the first surface so that a 
lesser amount contacts the second surface. However, US Patent 4581254 by 
Cunningham et al. discloses a known technique for depositing a surfactant mixture on a 
surface includes depositing more material on the first surface then the second surface, 
therefore inherently resulting in more surfactant mixture adhering to the surface 
(Figures, Column 6). Therefore it would have been obvious to modify Application No. 
10/187653 to apply the surfactant mixture onto one surface of the porous material as 
taught by US Patent 4581254 with the reasonable expectation of successfully treating 
the substrate with surfactant. 

This is a provisional obviousness-type double patenting rejection. 
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Claim Rejections - 35 USC § 102 

16. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

17. Claims 15-17, 19, and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent 4581254 by Cunningham et al, hereafter Cunningham. 

Cunningham discloses a method of treating a porous substrate, inherently having 
a first and second surface, by contacting foam comprising a surfactant to a first 
side of the substrate and therefore less surfactant adheres to the second surface 
of the substrate (Column 6, Figure 1-2). The paper surfactant solution, 
comprising the surfactant in water as an emulsion, dispersion, or solution, 
includes greater then 15% surfactant and specifically discloses 16.7 wt % in 
Example 5, which is within the ranges as claimed. 

18. Claims 15-17 and 25-26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent 441 1949 by Snider et al., hereafter Snider. 

Snider discloses a method of treating a porous substrate, inherently having a first 
and second surface, by contacting foam comprising a surfactant to a first side of 
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the substrate and therefore less surfactant adheres to the second surface of the 
substrate (Column 10, line 10-20, Column 7, lines 50-65, Figure 1). Snider 
discloses drying the substrate by directing hot air at the substrate in the direction 
from the second surface to the first surface (Column 9, line 65 - Column 10, 
Iine5, Figure 1). 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

21. Claims 18, 20, and 22-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cunningham. 
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Cunningham teaches all the limitations of these claims as discussed above in the 35 
USC 102(b) rejection. 

Claim 1 8: Cunningham fails to disclose using a ratio of air volume to liquid 
volume not greater then 30 to 1 . However, Cunningham discloses the amount of liquid 
treating composition relative to air in an effective ratio to provide the required, uniform 
foam structure in the foam applicator (Column 7, lines 50-60). Therefore Cunningham 
discloses the volume ratio to air and liquid is a result effective variable. 

Therefore it would have been obvious to one skill in the art at the time of the 
invention was made to determine the optimal value for the ratio of air volume to gas 
volume used in the process of Cunningham, through routine experimentation, to impart 
the foam with the desired properties of uniform foam structure in the applicator. 

Claim 20: Cunningham fails to disclose using 0.5 weight percent of the solution 
comprising surfactant(s) relative to the weight of the porous substrate. However, 
Cunningham discloses controlling the amount of the foam, i.e. controlling the weight 
percent of the liquid solution, applied to the surface of the porous substrate to provide a 
uniform treatment (Column 9, lines 41-45). Therefore Cunningham discloses 
controlling the amount of foam applied to the substrate is within the skill of one ordinary 
in the art depending on the desired treatment. In addition, it is the examiners position 
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that the amount of surfactant applied is a known cause effective variable, if amount of 
surfactant applied is too low it would result in too little surface treatment and too much 
surfactant would result in no added benefits increased surface treatment 

Therefore it would have been obvious to one skill in the art at the time of the 
invention was made to determine the optimal value for the surfactant applied by 
controlling the amount of treating agent used in the process Cunningham, through 
routine experimentation, to impart the substrate with the desired properties associated 
with the surfactant. 

Claims 22-24: Cunningham discloses providing a porous substrate in a first 
direction, bending the substrate into a second direction to define a wrap angle, where 
the surfactant(s) are applied to the first surface at about the point the substrate bends 
into the second direction, however, they fail to explicitly disclose a wrap angle with the 
ranges as claimed. However, Cunningham discloses providing a wrap angle inclusive 
of the ranges as claimed, using the ranges discloses for angles C, D, and F, where the 
wrap angle is defined as the 180°- (C + D + F) (Figure 2, Column 4, line 51 -Column 5, 
line 5). In the case where the claimed ranges "overlap or lie" inside ranges disclosed by 
prior art a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257 191 
USPQ90. See MPEP 2144.05. 

In particular using the preferred lower limit of angles C, D, and F results in a wrap 
angle of 149° (C = 15°, D = 1° and F = 15°) (Figure 2, Column 4, line 51-Column 5, line 
5). In particular the case where the wrap angle is disclosed as 149°, a prima facie case 
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of obviousness exists where the claimed ranges and prior art do not overlap but are 
close enough that one in ordinary skill in the art would have expected them to have the 
same properties. Titanium Metals Corp. of America v. Banner, 778 f.2d 775, 227 USPQ 
773 (Fed. Cir. 1985). See MPEP 2144.05. 

Conclusion 

22. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US Patent 5219620 by Potter et al, also discloses applying a 
foam to one surface of a substrate at the point defining a wrap angle (Figure). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Turocy whose telephone number is (571 ) 272- 
2940. The examiner can normally be reached on Monday-Friday 8:30-6:00, No 2nd 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/743,893 



Page 15 



Art Unit: 1762 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

David Turocy 
AU 1762 




